m 



United States Patent and Trademark Office 



CJMTED STATES DEPARTMENT OK COMMERCE 
United States Patent and Trademark Office 
Addrw* COMMISSIONER FOR PATENTS 
P.O. Ben 14S0 

Alexandria, Virginia 223I3-U50 
\wv.uspto.gov 



APPLICATIONNO. 



PILING DATE 



first named inventor 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/617.852 



07/1 1/2003 



Chiang Cao 



23455 75 90 02/KV2005 

EXXONMOBIL CHEMICAL COMPANY 
5200 BAYWAY DRIVE 
P.O. BOX 2149 

BAYTOWN, TX 77522-2149 



2003B06S 



4892 



EXAMINER 



JOHNSON. CHRISTINA ANN 



ART UNIT 



PAPER NUMBER 



172$ 

DATE MAILED: 02/ 10/1005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



tiki 





Application No. 


Appiicant(s) 




Office Action Summary 


10/617,852 


CAO ET AL 




Examiner 

Christina Johnson 


Art Unit 

1725 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address ~ 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)K Responsive to communication(s) filed on 13 December 2004 . 
2a)M This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) I3 Claim(s) 1-30 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 1-4. 7-13. 16-22.27 and 29 is/are rejected. 

7) M Claim(s) 5, 6. 14. 15. 23-26. 28 and 30 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (0- 
a)D All b)D Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) □ Notice of References Cited (PTO-892) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1 449 or PTO/SB/08) 

Paper No(s)/Mail Date . 



4) O Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) O Notice of Informal Patent Application (PTO-1 52) 

6) □ Other: . 



U.S. Patent and Trademark Office 

PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mail Date 020805 



Application/Control Number: 10/617,852 
Art Unit: 1725 



Page 2 



DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1-4, 7-13, 16-22, 27, and 29 are rejected under 35 U.S.C. 102(e) as 
anticipated by Cao et al. 

Cao et al. (US 6,620,983) discloses a method of synthesizing a 
silicoaluminophosphates molecular sieve. The process comprises (a) forming a reaction 
mixture comprising a source of aluminum, a source of phosphorus, at least one organic 
template, and optionally, a source of silicon, and (b) inducing crystallization of an 
aluminophosphates or silicoaluminophosphates molecular sieve (column 4, lines 1-10). 
Preferably the molecular sieve is a SAPO of CHA morphology (column 4, lines 55-65). 
The reference teaches that the mole ratio of template to AI203 is preferably in the range 
of 1.5-3 (column 7, lines 60-65). The molecular sieve may be formulated with a binder to 
form a catalyst (refer to columns 9-10). 

The reference teaches that suitable templates include templates comprising one 
or more N,N-dialkylamino moieties having the general structure: 
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R 1 R 2 N-R 3 , 

Wherein R 1 and R 2 are independently selected from the group consisting of linear 
or branched alkyl groups having from 1 -5 carbon atoms and R 3 is selected from the 
group consisting of linear or branched alkyl groups having from 1-23 carbon atoms 
(column 2, lines 50-65). Most preferably, R 1 and R 2 are both methyl groups (column 7, 
lines 5-6). Preferably, R 3 is selected from the group consisting of methyl, ethyl, n-propyl, 
i-propyl, n-butyl, n-pentyl, n-hexyl, n-heptyl, and these alkyl groups substituted by OH or 
Nhfe groups (column 7, lines 5-125). 

In this case, the reference does not specifically recite the claimed subgenus 
"dialkylbutylamines." It has been held that when the compound is not specifically 
named, but instead it is necessary to select portions of teachings within a reference and 
combine them, i.e. select various substituents from a list of alternatives given for 
placement at specific sites on a generic chemical formula to arrive at a specific 
composition, anticipation can only be found if the classes of substituents are sufficiently 
limited or well delineated. Ex parte A, 1 7 USPQ 2d 1 716. If one or ordinary skill is able 
to once envisage the specific compound within the generic chemical formula, the 
compound is anticipated. In re Petering, 301 F.2d 676, 133 USPQ 275 (CCPA 1962). 
See also In re Schauman, 572 F.2d 31 2, 1 97 USPQ 5 (CCPA 1 978). 

In this case, it is the position of the examiner that the reference teaches a class 
of substituents for R 3 which is sufficiently limited that one of ordinary skill would be able 
to "at once envisage" the subgenus "dialkylbutylamines." Therefore, it is the position of 
the examiner that the reference anticipates the instantly claims. 
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3. Claims 1-4, 7-13, 16-22, 27, and 29 are rejected under 35 U.S.C. 102(e) as 
anticipated by Cao et al. 

Cao et al. (US 6,680,278) discloses a method of synthesizing a 
silicoaluminophosphates molecular sieve of CHA structure type. The process comprises 
(a) forming a reaction mixture comprising a source of aluminum, a source of 
phosphorus, at least one organic template, and optionally, a source of silicon, and (b) 
inducing crystallization of an aluminophosphates or silicoaluminophosphates molecular 
sieve (column 3, lines 30-42). The reference teaches that the mole ratio of template to 
AI203 is preferably in the range of 1-3 (column 9, lines 1-5). The molecular sieve may 
be formulated with a binder to form a catalyst (refer to columns 10-11). 

The reference teaches that suitable templates include templates comprising one 
or more N,N-dimethylamino moieties having the general structure: 

(CH 3 ) 2 N-R, 

Wherein R is preferably an alkyl group of from 1-12 carbon atoms, more 
preferably 1-6 carbon atoms, and most preferably 1-5 carbon atoms (column 9, lines 5- 

15). 

In this case, the reference does not specifically recite the claimed subgenus 
"dialkylbutylamines." It has been held that when the compound is not specifically 
named, but instead it is necessary to select portions of teachings within a reference and 
combine them, i.e. select various substituents from a list of alternatives given for 
placement at specific sites on a generic chemical formula to arrive at a specific 
composition, anticipation can only be found if the classes of substituents are sufficiently 
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limited or well delineated. Ex parte A, 17 USPQ 2d 1716. If one or ordinary skill is able 
to once envisage the specific compound within the generic chemical formula, the 
compound is anticipated. In re Petering, 301 F.2d 676, 133 USPQ 275 (CCPA 1962). 
See also In re Schauman, 572 F.2d 312, 197 USPQ 5 (CCPA 1978). 

In this case, it is the position of the examiner that the reference teaches a class 
of substituents for R which is sufficiently limited that one of ordinary skill would be able 
to "at once envisage" the subgenus "dialkylbutylamines." Therefore, it is the position of 
the examiner that the reference anticipates the instantly claims. 
4. Claims 1-4, 7-13, 16-22, 27, and 29 are rejected under 35 U.S.C. 102(e) as 
anticipated by Cao et al. 

Cao et al. (US 6,793,901 ) discloses a method of synthesizing a 
silicoaluminophosphates molecular sieve of CHA structure type. The process comprises 
(a) forming a reaction mixture comprising a source of aluminum, a source of 
phosphorus, at least one organic template, and optionally, a source of silicon, and (b) 
inducing crystallization of an aluminophosphates or silicoaluminophosphates molecular 
sieve (column 3, lines 35-55). The molecular sieve may be formulated with a binder to 
form a catalyst (refer to columns 10-1 1 ). 

The reference teaches that suitable templates include templates comprising one 
or more N,N-dimethylamino moieties having the general structure: 

(CH 3 ) 2 N-R, 
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Wherein R is preferably an alkyl group of from 1-12 carbon atoms, more 
preferably 1-6 carbon atoms, and most preferably 1-5 carbon atoms (column 8, lines 10- 
25). 

In this case, the reference does not specifically recite the claimed subgenus 
"dialkylbutylamines." It has been held that when the compound is not specifically 
named, but instead it is necessary to select portions of teachings within a reference and 
combine them, i.e. select various substituents from a list of alternatives given for 
placement at specific sites on a generic chemical formula to arrive at a specific 
composition, anticipation can only be found if the classes of substituents are sufficiently 
limited or well delineated. Ex parte A t 17 USPQ 2d 1716. If one or ordinary skill is able 
to once envisage the specific compound within the generic chemical formula, the 
compound is anticipated. In re Petering, 301 F.2d 676, 133 USPQ 275 (CCPA 1962). 
See also In re Schauman, 572 F.2d 312, 197 USPQ 5 (CCPA 1978). 

In this case, it is the position of the examiner that the reference teaches a class 
of substituents for R which is sufficiently limited that one of ordinary skill would be able 
to "at once envisage" the subgenus "dialkylbutylamines." Therefore, it is the position of 
the examiner that the reference anticipates the instantly claims. 

Double Patenting 

5. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Long/, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir, 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 
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A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

6. Claims 1-4, 7-13, 16-22, 27 and 29 are rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 1-41 
of U.S. Patent No. 6,620,983. Although the conflicting claims are not identical, they are 
not patentably distinct from each other. 

US 6,620,983 claims a method of synthesizing a silicoaluminophosphates 
molecular sieve. The process comprises (a) forming a reaction mixture comprising a 
source of aluminum, a source of phosphorus, at least one organic template, and 
optionally, a source of silicon, and (b) inducing crystallization of an aluminophosphates 
or silicoaluminophosphates molecular sieve (claim 1 and claim 4). Preferably the 
molecular sieve is a SAPO of CHA morphology (claim 14-15). The reference teaches 
that the mole ratio of template to AI203 is greater than 1 .5 (claim 1 3). The molecular 
sieve may be formulated with a binder to form a catalyst (claims 25-30). 

The reference teaches that suitable templates include templates comprising one 
or more N,N-dialkylamino moieties having the general structure: 

R 1 R 2 N-R 3 , 

Wherein R 1 and R 2 are independently selected from the group consisting of linear 
or branched alkyl groups having from 1-5 carbon atoms and R 3 is selected from the 
group consisting of linear or branched alkyl groups having from 1-23 carbon atoms 
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(claim 4 and claim 15). R 1 and R 2 may both be methyl groups (claim 5). R 3 is selected 
from the group consisting of methyl, ethyl, n-propyl, i-propyl, n-butyl, n-pentyl, n-hexyl, 
n-heptyl, and these alkyl groups substituted by OH or NH 2 groups (claim 5). 

The instant claims differ from the claims of '983 in that '983 does not claim the 
use of the specific compounds dialkylbutylamines, specifically, the selection of butyl for 
R 3 . The reference claims the generic group of compounds, linear or branched alkyl 
groups having from 1-23 carbon atoms, specifically, methyl, ethyl, n-propyl, i-propyl, n- 
butyl, n-pentyl, n-hexyl, n-heptyl, and these alkyl groups substituted by OH or NH 2 
groups. The claims differ from the claims of '983 by reciting a specific species and a 
more limited genus than the reference. However, it would have been obvious to one 
having ordinary skill in the art at the time of the invention to select any of the species 
claimed by the reference, including those of the claims, because an ordinary artisan 
would have the reasonable expectation that any of the species of the genus would have 
similar properties and, thus, the same use as the genus as a whole. 
7. Claims 1 -4, 7-1 3, 16-22, 27 and 29 are rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 1-38 
of U.S. Patent No. 6,680,278. Although the conflicting claims are not identical, they are 
not patentably distinct from each other. 

US 6,680,278 claims a method of synthesizing a silicoaluminophosphates 
molecular sieve of CHA structure type. The process comprises (a) forming a reaction 
mixture comprising a source of aluminum, a source of phosphorus, at least one organic 
template, and optionally, a source of silicon, and (b) inducing crystallization of an 
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aluminophosphates or silicoaluminophosphates molecular sieve (claims 1 and 2). The 
reference teaches that the mole ratio of template to Al 2 0 3 is preferably in the range of 1- 
3 (claim 10). The molecular sieve may be formulated with a binder to form a catalyst 
(claims 23-24). 

The reference teaches that suitable templates include templates comprising one 
or more N,N-dimethylamino moieties having the general structure: 
(CH 3 ) 2 N-R, 

Wherein R is preferably an alkyl group of from 1-12 carbon atoms (claims 2-4). 

The instant claims differ from the claims of '278 in that '278 does not claim the 
use of the specific compounds dialkylbutylamines, specifically, the selection of butyl for 
R. The reference claims the generic group of compounds, alkyl groups having from 1 - 
12 carbon atoms. The claims differ from the claims of '278 by reciting a specific species 
and a more limited genus than the reference. However, it would have been obvious to 
one having ordinary skill in the art at the time of the invention to select any of the 
species claimed by the reference, including those of the claims, because an ordinary 
artisan would have the reasonable expectation that any of the species of the genus 
would have similar properties and, thus, the same use as the genus as a whole. 
8. Claims 1-4, 7-1 3, 1 6-22, 27 and 29 are rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 1-34 
of U.S. Patent No. 6,793,901 . Although the conflicting claims are not identical, they are 
not patentably distinct from each other. 
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US 6,793,901 claims a method of synthesizing a silicoaluminophosphates 
molecular sieve of CHA structure type. The process comprises (a) forming a reaction 
mixture comprising a source of aluminum, a source of phosphorus, at least one organic 
template, and optionally, a source of silicon, and (b) inducing crystallization of an 
aluminophosphates or silicoaluminophosphates molecular sieve (claims 1-3). The 
molecular sieve may be formulated with a binder to form a catalyst (claims 13-14). 

The reference teaches that suitable templates include templates comprising one 
or more N,N-dimethylamino moieties having the general structure: 

(CH 3 ) 2 N-R, 

Wherein R is preferably an alkyl group of from 1-8 carbon atoms (claims 3-4 and 

6-9). 

The instant claims differ from the claims of '901 in that '901 does not claim the 
use of the specific compounds dialkylbutylamines, specifically, the selection of butyl for 
R. The reference claims the generic group of compounds, alkyl groups having from 1-8 
carbon atoms. The claims differ from the claims of '901 by reciting a specific species 
and a more limited genus than the reference. However, it would have been obvious to 
one having ordinary skill in the art at the time of the invention to select any of the 
species claimed by the reference, including those of the claims, because an ordinary 
artisan would have the reasonable expectation that any of the species of the genus 
would have similar properties and, thus, the same use as the genus as a whole. 
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Allowable Subject Matter 

9. Claims 5-6, 14-15, 23-26, 28, and 30 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims. 

Response to Arguments 

1 0. Applicant's arguments filed December 1 3, 2004 have been fully considered but 
they are not persuasive. 

With respect to the Cao '983 patent, applicant argues the present claims require 
that neither of the R and R' can be butyl while Cao '983 expressly lists "n-butyl" as one 
of the preferred substituents for R 1 and R 2 . Applicant further argues that because Cao 
'983 teaches the opposite of one of the essential key elements of the claims and hence 
completely fails to teach this element. 

This argument has been considered but is not persuasive. Applicant's arguments 
are not commensurate in scope with the full teachings of the reference. Cao '983 
specifically teaches that R 1 and R 2 are most preferably both methyl groups (refer to 
column 7, lines 15-25), which would meet the limitation excluding butyl groups. Cao 
'983 further teaches that R 3 is an alkyl group most preferably containing from 1 -8 
carbon atoms (refer to column 7, lines 20-25). Given this teaching, one could 
specifically write the name of each of the preferred templates and the claimed formula 
could be at once envisioned. It is the position of the examiner that, given the formula 
and description in the specification, the Cao '983 patent discloses the claimed template 
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with sufficient specificity to constitute anticipation within the meaning of 35 USC 102(e). 
It is noted that it appears as though applicant is attempting to argue that the reference 
"teaches away" from the claims, which is improper in rejections under 35 USC 102. 

With respect to the Cao '278 and Cao '901 patents, applicant argues that the C1- 
12 alkyl group definition of the dimethylalkyl amine is too generic to constitute a direct 
anticipation of every single species falling within its broad scope. The examiner 
disagrees. Applicant's arguments are not commensurate in scope with the teachings of 
the reference. Cao '278 and Cao '901 specifically teach a template having the general 
structure (CH 3 )2N-R where R is most preferably an alkyl group of 1-5 carbon atoms. 
Refer to column 9, lines 5-15 of Cao '278 and column 8, lines 10-25 of Cao '901 . Given 
this teaching, one could specifically write the name of each of the preferred templates 
and the claimed formula could be at once envisioned. It is the position of the examiner 
that, given the formula and description in the specification, the Cao '278 and '901 
patents disclose the claimed template with sufficient specificity to constitute anticipation 
within the meaning of 35 USC 102(e). 

With respect to the obviousness type double patenting rejections, applicant 
argues that Cao '983 lists and claims n-butyl as one of the preferred R1 and R2 
substituents of the amine template and that this teaches directly away from applicant's 
claim requirement that neither of these substituents can be butyl. However, the 
reference also claims other substituents such as methyl groups which would render the 
claims obvious. Refer to claims 4-5. 
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Applicant further argues that not all members of the genus used to describe 
amine templates in the Cao patents have similar properties or perform in the same 
ways. However, applicant has not presented any objective evidence tending to show 
that the claimed subgenus displays properties different than the broader genus taught 
by any of the Cao patents. 

1 1 . Applicant has requested clarification regarding the status of claim 6, which was 
mistakenly included in the rejection under 102(e). This claim has been objected to and 
is not subject to a rejection under 102 or obviousness type double patenting. 



Conclusion 

12. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

13. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christina Johnson whose telephone number is (571) 
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272-1 176. The examiner can normally be reached on Monday-Friday, 7:30-5, with 
Alternate Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tom Dunn can be reached on (571 ) 272-1 1 71 . The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Pubiic PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Christina Johnson 
Patent Examiner 
Art Unit 1725 




CAJ 

February 8, 2005 




